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Art Unit: 3677 

DETAILED ACTION 
Claim Rejections '35 use §112 

1 , The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sfiali conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 14-25 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly clainn the subject matter which 
applicant regards as the invention. 

In claim 14, the phrase "said gemstone being suitable only for technical or 
industrial purposes" is considered indefinite. What is the scope of this limitation? First, 
what are technical or industrial purposes? Secondly, the scope of the limitation is 
indefinite. Some gemstones considered only for industrial purposes have been used to 
ornate jewelry, i.e., crushed diamonds have been embedded in rings, bracelets or 
necklaces. Only types of stones, cut or uncut, polished or unpolished can be used for 
something other than technical or industrial purposes. Crushed or broken diamonds or 
any other precious or semiprecious stones can be used in making artwork or jewelry. 
Also, uncut and unpolished stones can be used in rock gardens or in mosaics or in 
jewelry. 

The term "gemstone" according to Webster's New Riverside University Dictionary 
is defined as "A precious or semiprecious stone that may be used as a jewel when cut 
and polished." The phrase "only for technical or industrial purposes" in the limitation 
contradicts with the definition that the gemstone "may be" used as a jewel when cut and 
polished. In other words, the term gemstone encompasses cut and polished stones and 
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uncut and unpolished stones. Is the applicant intending by the phrase "only for 
technical or industrial purposes" to narrow the gemstone to be only precious and 
senniprecious stones that are uncut and unpolished? It they are, the limitation is still 
unclear, since uncut and unpolished stones can be and have been used in jewelry. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 14-18, 20, 22-25 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Nermann, Jr., 4809417. 

Regarding claim 14, Nermann, Jr. discloses a gemstone body (14) with a visible 
surface (28), i.e., visible through the top part (12, col. 3, lines 5-10), that supports a 
precious metal (gold, col. 3, lines 65-end and column 4, lines 1-11) structured material 
layer. 

Regarding claim 15, Nermann, Jr. discloses that the visible surface is smooth 

(28). 

Regarding claims 16 and 17, Nermann, Jr. discloses that the material layer is 
gold, which is considered to be shiny and a precious metal. 

Regarding claim 18, Nermann, Jr. discloses an intermediary retention layer (48, 
zirconium, col. 6, lines 21-38) in between the visible surface (28) and the gold material 
layer (50). 
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Regarding claim 20, Nermann, Jr. discloses a body that can be made of a 
multitude of materials (col. 3, lines 35-56), which includes a diamond. The process by 
which the diamond is formed is given weight insomuch as to the final structure achieved 
by the process, i.e., a diamond support layer. Nermann, Jr. discloses a diamond 
support layer (14, 40). 

Regarding claim 22, Nermann, Jr. discloses a level visible surface (28). 

Regarding claim 23, Normann, Jr. discloses a transparent protective layer (12 or 

70). 

Regarding claim 24, Normann, Jr. discloses a protective layer made from 
diamond (col. 3, lines 6-11). 

Regarding claim 25, Normann, Jr. discloses a body adapted to form a face of a 
clock, i.e., the flat level surface (28) of the body is ideal for forming a clock face, albeit a 
small clock face. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 19 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Normann, Jr. 

Regarding claim 19, Normann, Jr. discloses an intermediary layer made from 
zirconium. The claim^ requires that the layer be made from titanium or chromium. 
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These materials are well known to the artisan for changing the color or look of jewelry. 
It would have been an obvious design choice to use either of the known materials, 
titanium or chromium, in place of Nermann, Jr/s zirconium material in order to produce 
a different colored jewelry item to be more pleasing to the wearer. 

Regarding claim 21 , Nermann, Jr. discloses that a multitude of different materials 
can be used (col. 3, lines 35-56) to form the support body of the jewel. Polycrystalline 
diamond aggregate is an old and well known material. It would have been an obvious 
design choice to make Nermann, Jr/s diamond support from polycrystalline diamond 
aggregate, in order to vary the final appearance of the jewel to make it more attractive 
to the wearer. 

Response to Arguments 

7. Applicant's arguments filed 8/25/05 have been fully considered but they are not 
persuasive. 

The applicant argues on pages 5 and 6 of their remarks that the language 
"suitable only for technical or industrial purposes" is definite. The reasons 
proffered by applicant are that certain stones cannot be cut into gemstones 
because of their original size, purity or color. 
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^^^^^^^^^ : 

; gemstonesf normal ly am f^ot sififabife for usa irt lewetry, be<^use, for example. Ihey : 
am af InsufficiefTt size^pufiiy, or c^^^^ 

be processed- further into Jewel ry: items, : wh^ch represents :a : consid^rafcie: ^orfOfnte 
: : drawback^ because ; the; ecofiomSc value of hditsfHa! ; gems tones natu ra^^ is much : 
;:■ JesS' then -gemstones' thai are; ab^e to.b^ 

■ •■•/ ■ ■ ■'/:5.o(9; . ■ 

In their arguments, tine applicant is firstly stating that "these types of gemstones 
normally are not suitable for use in jewelry, because, for example, they are of 
insufficient size, purity, or color." Thus, if the language was considered definite, 
one having skill in the art would understand that these types of stones would not 
be suitable for cutting or grinding into a gemstone or for jewelry purposes. 
However, the applicant then states that "A large number of these gemstones 
cannot be processed further into jewelry items..." This second statement implies 
that some of these types of stones can be made into a gemstone by cutting and 
grinding or wrapping with wire and hanging on a necklace. This statement 
supports the examiner's 112 second paragraph rejection in that the phrase 
"suitable only for technical or industrial purposes" is indefinite. The applicant is 
stating that most of these types of stones cannot be processed into jewelry items. 
What about the other stones that are of insufficient size, purity, or color? 
Apparently, there are some of these types of stones that can be processed into 
jewelry. This is why the scope of the claims cannot be determined. According to 
applicant's own statements, the stones in question are not only suitable for 
technical or industrial purposes, but some of them can be used to make jewelry. 
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Why isjt that some of the stones can be used to make jewelry? What is the 
difference in these stones when compared to the other stones with insufficient 
size, color or purity? Applicant's statements are direct evidence of the 
indefinitenessof the phrase "suitable on// for technical or industrial purposes." 

Furthermore, any type of stone, cut or uncut, can be used for a jewelry 
item — even stones that are not capable of being cut into a brilliant gemstone. 
Therefore, there are no gemstones/stones that are "suitable only for technical or 
industrial purposes." 

The applicant argues on page 9 the following: 



Howeveir, da f m 14 ifvctcacScs add It ionat f&s^r&s that am not acfd ress^ by the 
: EitamJrter in : hi& : jansfysls: of th«; NofnifltRri fBferemie. : Specif fcaJty, : daim; 1:4 IncttJcJi&s : 
the faatums "and vw herein at l&Bst one itheme or ^mage +s formiad from ihe ^f:^tttr^ 



achieved tn that the matenaS tsyer, as shown in Fi^. 1 



of tNs present apjplicaiion for examp3©> is structored by using lEthographEc technsqti:es 



6ofV 



to abtete *e matedat layer ; at a intiJlf^t^^!' ^^l^spoivttfiitpuat pprtion^^ thu$ : makJng the: : 
gemstone 3 disce?natjte. From en ob^fver's point of mm, Uife : msults : tn isi pixd : 
■ pattern {as in a photograph) of a fimt color (gemstone: 5) and of j3 seoond color 
; y {h^tenai layer-psjoels 5):;. ^ ^ 



The claim states that "at least one theme or image is formed from the 
structure of the material layer." I am not sure what the applicant is alluding to in 
the above argument. However, the claim language is very clear and a 
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reasonable interpretation of the language would be that the structure, i.e., the 
gold layer 16, forms an image of the letter "D" from the structure of the material, 
i.e., visual indicia. 

If the applicant is intending that the claim language mean something other 
than what it says, they must clearly define what they would like it to mean in the 
claim. 

The applicant also states the 

X 1^ conlrast; Figure 9 of Norma shows the generatioii of art objacti :or Jndida^ : 
namely, 3 aoss 66 from a 3^ 

tecHniqties, specrficaJty, from the ^tmctoreof th$ matenai lsyer 

The manner or method of making the structure is given patentable weight 
as to the structure that is achieved by that method of making. As long as the 
reference discloses structure that is the same as the claimed structure that is 
inferred by the method step of making it, the claim limitations have been met by 
the reference. The use of the lithographic techniques is assumed to form a layer 
of material on the gemstone. Nermann, Jr. discloses just such a layer. In order 
to overcome the rejection based on the method limitations, applicant must prove 
that the structured layer in Nermann, Jr. could not have ever resulted from a 
lithographic technique. There must be some distinct structural differences 
achieved from the lithographic technique. However, as admitted by applicant. 
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Normann, Jr. discloses the use of lithographic techniques for forming the 

structure material layer (16, col. 6). 
8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jack W. Lavinder whose telephone number is 571-272- 
71 19. The examiner can normally be reached on Mon-Friday, 9-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Judy Swann can be reached on 571-272-7075. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 09/446,839 



Page 10 



Art Unit: 3677 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). ^ I / , /) ^ 
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